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DETAILED ACTION 

Claims 28-47 are currently pending in the instant application. Claims 28 and 32- 
47 are rejected and claims 29-31 are objected in this Office Action. 



I. Response to Arguments/Remarks 

Applicant's arguments, filed September 10, 2010, with respect to the rejection of 
claims 28 and 32-47 under 35 USC 103 as being unpatentable over Minnaard, et al. in 
view of Schuda, et al. have been fully considered and are not found to be persuasive. 
Applicants have requested that the Examiner provide an explanation of why the pending 
103 rejection was introduced, withdrawn and then reintroduced. The reason is because 
the Examiner withdrew the rejection previously in error. Applicants provided mere 
arguments on August 14, 2009 arguing the differences between the instant invention 
and the prior arts' teachings. For example, using a rhodium catalyst, Minnaard reports 
a 92% yield after a reaction of 40 hours and using a platinum catalyst, Schuda reports a 
reaction that proceeds for 18 hours and that appears to produce a yield of 98%. 
Whereas the same types of products under similar conditions, Applicants report yields 
of 94.2%-98.6% after reaction times that are less than half of those reported in the 
references. The Examiner wants to point out that merely modifying the process 
conditions which includes concentration, temperature, reaction times, etc. is not a 
patentable modification absent a showing of criticality (See In re Aller, 220 F. 2d 454, 
105 USPQ 233 (CCPA 1955)). Further, Applicants have not provided comparative data 
in the originally filed specification or in a declaration showing unexpected results. Mere 
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arguments are not enough to show unexpected or unobvious results. According to 
MPEP 71 6.01 (b), attorney's arguments cannot take the place of evidence on the record. 
And if Applicants want to show unobvious or unexpected results, they are suggested to 
show the unobvious or unexpected results in the form a declaration. The reasons 
above are why the Examiner has reintroduced the pending 103 rejection and why 
Applicants' arguments filed on September 10, 2010 do not overcome the rejection. The 
Examiner has maintained the rejection in this Office Action claims 28 and 32-47. The 
Examiner has withdrawn the 103 rejection of claims 29-31 because claims 29-31 are 
drawn to subset of compounds that are not taught in the prior art references. 

II. Rejection(s) 

35 USC § 103 - OBVIOUSNESS REJECTION 
The following is a quotation of 35 U.S.C. § 103(a) that forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section102 of this title, if the differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Graham v. John Deere Co. set forth the factual inquiries necessary to determine 
obviousness under 35 U.S.C. §103(a). See Graham v. John Deere Co., 383 U.S. 1, 148 
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USPQ 459 (1966). Specifically, the analysis must employ the following factual inquiries: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 28 and 32-47 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Minnaard,et al. (Synthetic communications, 29, 1999) in view of 
Schuda, et al. (J. Org. Chem. 1988, 53). Applicants claim a process for the 
hydrogenation of a compound, comprising hydrogenating a C 6 -Ci 8 aromatic substituted 
amino acid or C6-C18 aromatic substituted amino alcohol in the presence of a platinum- 
rhodium mixed catalyst, wherein said amino acid or amino alcohol is of the formula 




wherein all variables are as defined in claim 28 and wherein 
said process produces a yield of greater than 94% after a reaction time of about 6 to 8 
hours. Claim 41 is drawn to a process for the hydrogenation of a compound selected 
from the group consisting of : L-phenylalanine, D-phenylalanine, L-phenylglycine, D- 
phenylglycine, L-tyrosine or D-tyrosine, comprising hydrogenating said compound in the 
presence of a platinum-rhodium mixed catalyst wherein said process produces a yield 
of greater than 94% after a reaction time of about 6 to 8 hours. 



The Scope and Content of the Prior Art fMPEP $2141.01) 
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Minnaard, et al. teaches the synthesis of enantiomerically pure cyclohexylglycine 
by hydrogenating phenylglycine using a rhodium catalyst and rhodium catalyst on 
support. The reaction resulted in a high yield and no racemization occurred. The prior 
art reference also teaches the use of palladium, platinum or ruthenium as catalysts in 
the synthesis. 

Schuda, et al. teaches the hydrogenation of L-phenylalanine by using a platinum 
catalyst (i.e. PtC>2) and the reaction result in a high yield and does not undergo 
racemization. 

The Difference Between the Prior Art and the Claims (MPEP $2141.02) 

The difference between the prior art of Minnard, et al. in view of Schuda, et al. 
and the instant invention is that the instant invention uses a mixed platinum-rhodium 
catalyst whereas the prior art teaches the use of platinum and rhodium separately. 

Prima Facie Obviousness-The Rational and Motivation (MPEP $2142-2413) 

Applicants are claiming a process for the hydrogenation of a compound, 
comprising hydrogenating a C 6 -Ci 8 aromatic substituted amino acid or C 6 -Ci 8 aromatic 
substituted amino alcohol in the presence of a platinum-rhodium mixed catalyst, 
wherein said amino acid or amino alcohol is of the formula 



P 1 Ff 




wherein all variables are as defined in claim 28. Claim 41 is 
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drawn to a process for the hydrogenation of a compound selected from the group 
consisting of : L-phenylalanine, D-phenylalanine, L-phenylglycine, D-phenylglycine, L- 
tyrosine or D-tyrosine, comprising hydrogenating said compound in the presence of a 
platinum-rhodium mixed catalyst. The prior art teaches a similar process wherein either 
a platinum catalyst or a rhodium catalyst is used and both catalyst are successful in the 
hydrogenation reaction. 

In In re Crockett.et al. . 1 26 USPQ 1 86, it was well established that when the prior 
art teaches the use of two catalysts, the idea of combining them would flow logically 
from prior art and claim to joint use is not patentable. Also, it was well established the 
selection of reaction conditions (i.e., temperature, concentration, reaction times, etc.) is 
more optimization by mere modification of routine experimentation and within one 
skilled in the art. So Applicants modifying the reaction time to about 6 to 8 hours vs. for 
example, 18 hours as seen in the prior art, is considered mere modification of routine 
experimentation and within one skilled in the art. For example, it is obvious to combine 
rhodium and platinum catalysts in a hydrogenation process of aryl substituted amino 
acids when the art teaches the use of each catalyst separately in the same type of 
reaction with reasonable expectation of success. Therefore, it would have been prima 
facie obvious to one having ordinary skill in the art at the time the invention was made to 
use a mixed platinum-rhodium catalyst in the hydrogenation of a compound according 
to claim 28 or 41 based on the teachings in the prior art. A strong prima facie 
obviousness has been established. Applicants are suggested to provide a showing of 
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unexpected results in the form of a declaration to overcome the 103 rejection. 

III. Objection 

Dependent Claim Objections 
Dependent Claims 29-31 are objected to as being dependent upon a rejected 
based claim. To overcome this objection, Applicant should rewrite said claims in an 
independent form and include the limitations of the base claim and any intervening 
claim. 

IV. Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shawquia Young whose telephone number is 571-272- 
9043. The examiner can normally be reached on 7:00 AM-3:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Shawquia Young/ 
Examiner, Art Unit 1626 



